UNITED STATES PATENT AND TRADEMARK OFFICE 



RODRIGUEZ ETAL. ART GROUP: 3625 

09/894,508 EXAMINER: HAQ, NAEEM 

JUNE 28, 200 1 DOCKET NO. : A-737 1 

CONFIGURATION OPTIONS FOR TRANSACTION PROCESSING 

January 8, 2007 

RENEWED PETITION FOR REVIVAL OF APPLICATION FOR 
APPLICATION ABANDONED UNAVOIDABLY 
PURSUANT TO 37 CFR § 1.137(a) 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir/Madam: 

This renewed petition is in response to the Decision of October 6, 2006 on 
Applicants' original Petition filed June 29, 2006. A one month extension of time pursuant to 
37 CFR § 1.136(a) has been filed herewith. Applicants in the above-captioned patent 
application hereby renew their petition to the Honorable Commissioner of Patents and 
Trademarks to revive the above-identified application under 37 CFR § 1.137(a), and state: 

Statement of the Facts 

1 . This application was filed on June 28, 200 1 . 

2. On August 2, 2005, a Restriction Requirement was mailed to Attorney. 

3. On September 2, 2005, Attorney for Applicant mailed an election selecting 
Group I, claims 1-39 and canceling claims 40-61. 

4. On June 6, 2006, Attorney received a phone call from the Examiner informing 
Attorney that application was abandoned for failing to respond to a Notice of 
Non-Compliant Amendment (hereinafter referred to as "Notice"). Attorney for 
Applicants asserts that no such Notice of Non-Complaint Amendment was 
received in the mail at Attorney's address. 

5. Also on June 6, 2006, Attorney checked PAIR and found that there was an entry 
for the Notice of Non-Complaint Amendment consisting of two pages. The first 
page is attached hereto as Exhibit A. The second page is attached hereto as 
Exhibit B. 

6. Exhibit A and Exhibit B at first glance appear to be identical to one another and 
purport to be the Notice of Non-Compliant Amendment referenced by the 
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Examiner during his call of June 6, 2006. However, Exhibit A and Exhibit B are 
not in fact identical because each identifies a different Art Unit, despite being 
from the same Examiner. 

7. Attorney also found in PAIR that there was no transmittal/cover sheet 
accompanying either version of the Notice of Non-Complaint Amendment which 
would indicate both a mailing date and address. 

8. Also, because neither version of the Notice of Non-Complaint Amendment 
includes a cover page, there is no date upon which to docket these Notices. 

9. Also on June 6, 2006, the Examiner faxed one version of the Notice of Non- 
Complaint Amendment. The Examiner faxed the version of the Notice attached 
hereto as Exhibit A. 

10. The Examiner's facsimile did not include the other version of the Notice 
attached hereto as Exhibit B. 

1 1 . Also, the Examiner's facsimile did not include a transmittal/cover sheet which 
would have evidenced the date of mailing as well as whether it was mailed to the 
correct address. 



Requested Action 

Based on the foregoing facts, including those facts set forth in the incorporated 
Declaration of Lynda Davis attached hereto as Exhibit C, Applicants respectfully petition the 
United States Patent and Trademark Office to take the following action. 



12. Attorney respectfully petitions that this case be revived because the file history 
inexplicably includes different versions of the Notice of Non-Complaint 
Amendment, both of which are void of sufficient evidence that would indicate 
that the Notice ever included a transmittal/cover sheet which would have 
indicated when the Notice was mailed and whether the Notice was actually 
mailed to Attorney. 

13. Attorney also respectfully requests that the USPTO provide a copy of the cover 
sheet that was to have accompanied either version of the Notice, or in the 
alternative, provide any other documentation evidencing that either version of 
the Notice was addressed to the Attorney and mailed on a particular date. 
Attorney for Applicants respectfully asserts that there is no such cover sheet or 
other documentation in PAIR. 

14. Attorney for Applicants notes that in the Decision the USPTO apparently 
believes that in Applicants' original Petition the Attorney asserted that the 
USPTO incorrectly changed Applicants' address and therefore sent the Notice of 



Non-Complaint Amendment to the wrong address. However, the point of what 
Attorney had asserted in the original petition, and again here in the present 
petition, was that the Notice went to no address at all rather than that the Notice 
went to the wrong address. Attorney asserts that if the Notice included either the 
address associated with its customer number or the address listed on the papers 
filed September 1 1, 2001 and September 6, 2005, that the Notice addressed as 
such should have been received by the Attorney. 

15. In the event that the Notice did in fact include either the address associated with 
its customer number or the address listed on the papers filed September 11, 2001 
and September 6, 2005, Attorney therefore also assumes, as does the USPTO, 
that the Notice was mailed to the incorrect address. Attorney notes that the 
Decision in response to the original Petition indicates on the bottom of the front 
page that the USPTO assumes that the Notice was mailed to the incorrect 
address. 

16. Therefore, Attorney requests that the USPTO find that there is no document 
evidencing the actual mailing date and address of the Notice or, in the 
alternative, that the Notice was mailed to an incorrect address. 

17. Attorney also respectfully requests that the USPTO find that the Applicants have 
successfully met the four requirements for establishing non-receipt of the Notice 
as outlined on the second page of the Decision in view of the present Renewed 
Petition and the attached Declaration of Lynda Davis (Exhibit C) and Attorney's 
docket record attached hereto as Exhibit D. 

18. In particular, Attorney requests that the USPTO find that the declaration of 
Exhibit C successfully establishes that a search of the file jacket has been made, 
that a search of all the relevant docket records has been made, and in view of the 
docket attached hereto as Exhibit D that the Notice, if had been received by the 
Attorney, was not incorrectly docketed. 

19. The abandonment of the present application unfortunately occurred despite 
Attorney's best efforts. Further, in view of the above-identified facts, Attorney 
for Applicants asserts that the failure to respond to the Notice was unforeseen. 
Applicants respectfully submit that the abandonment of this application was 
unavoidable insofar as any reasonable and timely act by the Applicants could 
have avoided the abandonment. 

20. The entire delay in filing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to 37 CFR § 1.137(a) was unavoidable. 

2 1 . A response to the Notice of Non-Compliant Amendment was previously 
included with Applicant's original Petition. In this response, Attorney corrected 
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the status identifier of the one claim to indicate the status as "Original" rather 
than "Amended". 



No petition fees are believed due. However, the Commissioner is hereby authorized 
to charge any fees which may be required or credit any overpayment to deposit account #19- 
0761. 



SEND CORRESPONDENCE TO: 

Scientific-Atlanta, Inc. 

Intellectual Property Department MS 4.3.518 

5030 Sugarloaf Parkway 

Lawrenceville, GA 30044 



Respectfully submitted: 



WM. BRC^K LaVfE 
Attorney of Record 
Reg. No.: 39,259 
Phone:(770)236-2114 
Fax No.: (770) 236-4806 
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Application No. 

Notice of Non-Compliant ffl. 9Q4-?6£% 
Amendment (37 CFR 1. 121) ' ~~ ~' v ~ 



~ The MAILING DATE of this communication appears on the cover sheet with the 



tars on the cover si 




The amendment document filed on is considered non-compliant because it has failed to meet the 

required" 6 " 18 ° f Z? 1 " 121, ln 0rder forthe amendment document to be compliant, correction of the following item(s) is 

THE FOLLOWING MARKED (X) ITEM(S) CAUSE THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT" 
U 1- Amendments to the specification: 

□ A. Amended paragraphs) do not include markings. 

□ B. New paragraph^) should not be underlined. 

□ C. Other , 

□ 2. Abstract: — : 

□ A. Not presented on a separate sheet. 37 CFR 1.72. 
• □ B. Other t r ' 

□ 3. Amendments to the drawings: 

□ A. The drawings are not properly identified in the top margin as 'Replacement Sheet," 'New Sheet " or 

•Annotated Sheet" as required by 37 CFR 1 .121 (d). 

□ B. The practice of submitting proposed drawing correction has been eliminated. Replacement drawings 
showing amended figures, without markings, in compliance with 37 CFR 1 .84 are required. 

LJ C. Other . 



4. Amendments to the claims: 

□ A. A complete listing of all of the claims is not present. 

Q B - The ,istin 0 of claims does not include the text of all pending claims (including withdrawn claims) 

crirf C. Each claim has not been provided with the proper status identifier, and as such, the individual status 

\ of each daim cannot be identified. Note: the status of every daim must be indicated after its claim 
number by using one of the following status identifiers: (Original), (Currently amended), (Canceled) 
(Previously presented). (New), (Not entered), (Withdrawn) and (Withdrawn-currently amended). 
U D. The claims of this amendment paper have not been presented in ascending numerical order. 

□ e. other: Js^jpne.nd^ vjo 'proper' 

For further explanation of the amendment format required by 37 CFR 1 . 1 21 . see MPEP § 71 4 and the USPTO website at 
http;/ftvww.us()to,oov/web/offi^ 



TIME PERIODS FOR FILING A REPLY TO THIS NOTICE: 

1 . Applicant is given no new time period if the non-compliant amendment is an after-final amendment or an amendment 
filed after allowance. »f applicant wishes to resubmit the non-compliant after-final amendment with corrections the 
®""^5°I!^5'^ be resubmitted within the time period set forth in the final Office action. 

2. (Applicant is given one month, or thirty (30) days, whichever is longer, from the mail date of this notice to supply the 

corrected section of the non-compliant amendment in compliance with 37 CFR 1.121. if the non-compliant 
amendment is one of the following: a preliminary amendment, a non-final amendment (including a submission for a 
request for continued examination (RC6) under 37 CFR 1.1 14), a supplemental amendment filed within a suspension 
period under 37 CFR 1.103(a) or (c), and an amendment filed in response to a Quayte action. 

Extension? pfiime are available under 37 CFR 1.136(a) only, if the non-compliant amendment is a non-final 
amendment or an amendment filed in response to a Quayle action. 

Failure to timely respond to this notice will result in: 

Abandonment of the application if the non-compliant amendment is a non-final amendment or an amendment 
filed in response to a Quayte action; or 

Non-entry of the amendment if the non-compliant amendment is a preliminary amendment or supplemental 
✓"-amendment. S — > 

LcgaH instruments Examiner (LIE) Telephone No. 

U.S. Patent and Trademark Office 



PTOL-324 (OS-05) Notice of Non-Compliant Amendment (37 CFR 1.121) 



EXHIBIT A 



Notice ofNon- mpliant 
Amendment (37 CFR 1. 121) 



- , n .MA,UNQ OATEo ttHiscomrnuniotion ^S&^gfl 



Mppucation No. 




r-r~"< ■» "m lr rw coyer sheer with the e 

The amendment document filed on 1C r . . . .. — 

THE D° L 1 L ^e^ THE AMENDMENT DOCUMENT TO BE NON-COMPLIANT: 

□ A. Amended paragraph(s) do not indude markings. 
U B. New paragraph(s) should not be underlined. 
U c. other . 

□ 2. Abstract: 

□ B.^Ott!e f r reSented 00 3 - eparate s7,eet 37 CFR 172 - 

□ 3. Amendments to the drawings:' 

/^^4. Amendments to the daims: 

) n 2* if 0 !!!? 616 ,,stin ° of aB of the daims not present 

CF c! ^<^\^x^^^™«*^™* <**™ OnducfcB withdrawn daims) 
Mf ol ' £<£ daim TE?£S ^ Wn8ltar ' and as such ' *• ^ivid^l status 

TIME PERIODS FOR RUNG A REPLY TO THIS NOTICE' 

&"w?te timely respond to this notice will result in- 
^^me / n,° f ^^ ndment ' the amendment is a preliminary amendment or sup P .ementa. 

U.S. Patent and Trademark Offi^T 

Instruments Examiner (f, IF.) ' 'TehU oneTfA " 

PTOL-324 (08-05) Notice of Non-Compliant Amendment (37 CFR 1.121) P«t of Paper No. 



EXHIBIT B 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In Re Application of: Arturo Rodriguez et al. Filed: June 28, 2001 

Serial No.: 09/894,508 Our Docket No.: A-7371 

For: CONFIGURATION OPTIONS FOR TRANSACTION PROCESSING 

Mail Stop Petition 
Commissioner for Patents 
P.O.Box_1450 

Alexandria, VA 22313-1450 1 

DECORATION OF LYNDA DAVIS IN SUPPORT QF A RENEWED PETITION 
FOR REVIVAL OF APPLICATION ABANDONED UNAVOIDABLY PURSUANT TO 
37CFRS1.137(»1 

I, Lynda Davis, hereby declare as follows: 

1 . I am currently the Senior Intellectual Property Administrator for Scientific- 
Atlanta, Inc. I have held this position since January, 1996. 

2. The procedures for handling formal papers received from the U.S. Patent and 
Trademark Office (USPTO) is as follows: 

(a) Mail received from the Patent and Trademark Office is opened and 
date stamped to reflect the date received. 

(b) A record of every document received from the Patent and Trademark 
Office is entered into our docketing system. 

3. I attest that the Notice of Non-Complaint Amendment (hereinafter the 
"Notice") was not received. 

4. I attest that I have personally searched the file jacket which is void of any 
Notice mailed by the USPTO. 

5. I attest that a search of the docket records indicates the Notice was not 
received. 

6. A copy of docket records where the Notice would have been entered had it 
been received is attached evidencing that the Notice was not in fact received. 
The attached docket records include all pending entries back to January 1, 
2003 up to September 1 1, 2006. I have made a complete search through these 
docket records and there is one entry on page 22 of the docket for the present 
matter showing that a Petition to Revive needs to be prepared and filed. 
Moreover, I also was not able to find an indication that the Notice was 
incorrectly docketed to a different matter number. Therefore, it is my 
belief that such a Notice was not received. 



EXHIBIT C 



I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further 
that these statements were made with the knowledge that willful false statements and 
the like so made are punishable by fine or imprisonment, or both, under Section 1001 
of Title 18 of the United States Code, and that such willful false statements may 
jeopardize the validity of the application or any patent issued thereon. 





Senior Intellectual Property Administrator 
Scientific-Atlanta, Inc. 
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